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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specifted above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 13 January 2006 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) S Claim{s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) 7.13 and 19-25 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-6.8-12 and 14-18 is/are rejected. 

7) ^ Claim(s) 5.6.11.12.17 and 18 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)^ accepted or bjD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claims 1-25 are pending in this application. Claims 7,13,19. and 20-25 are 
withdrawn from consideration. Claims 1-6, 8-12, and 14-18 are examined. 

Information Disclosure Statement 
Applicant's Infomiation Disclosure Statements, filed on 22 November 2004 have 
been considered. Please refer to Applicant's copies of the PTO-1449 submitted 
herewith. 

Priority 

This application claims the benefit of U.S. Provisional Patent Application 
60/491 ,074 filed on 30 July 2004. 

Response to Restriction 

The response to the restriction request with election of Group I (e.g. claims 1-6, 
8-12, and 14-18) without traverse by Applicants' representative, Jonathan M. Benns 
dated on 13 January 2006, has been considered. 

In accordance with M.P.EP 821.04 and In re Ochiai, 71 F.3d 1565, 37 USPQ 
1 127 (Fed. Cir. 1995), rejoinder of product claims with process claims commensurate in 
scope with the allowed product claims will occur following a finding that the product 
claims are allowable. Until, such time, a restriction between product claims and process 
claims is deemed proper. Additionally, in order to retain the right to rejoinder In 
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accordance with the above policy, Applicant is advised that the process claims should 
be amended during prosecution to maintain either dependency on the product claims or 
to othenwise include the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1.1 7(i). 

Status of the Claims 

Claims 1-25 are pending in this application. Claims 7,13,19, and 20-25 are 
withdrawn from further consideration by the Examiner, 37 C.F.R. § 1.142(b), as being 
drawn to a non-elected invention. The withdrawn subject matter is patentably distinct 
from the elected subject matter as it differs in structure and element and will require 
separate search considerations. In addition, a reference, which anticipates one group, 
would not render obvious the other. Claims 1-6, 8-12, and 14-18 are examined. 

Claim Rejections - 35 USC § 103 

The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth In Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for deterinlning 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-6 are rejected under 35 U.S.C. 103 (a) as unpatentable over Keller et 
al., Helvetica Chimica Acta (1975), 58(2), 531-41 in view of Organic Chemistry by 
McMuny 2"" edition on page 727 section 20.8, reduction ofcarboxylic acids to alcohol 
byLiAIH4. 

Applicants instant elected invention in claims 1-2 teach compounds of the 
formula, nh, ^ depicted in claim 1 , thereof wherein: X is selected from CH2SH, 

k 

CH2OH,... ; Y is selected from COCZ, , Z Is selected from CI, Br, and I; n Is an 
integer. 

Determination of the scope and content of the prior art (MPEP S2141.01) 
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r 



Keller et al. teach a compound of formula 



XT 



that read on the Instant 




application wherein X is -COOH; Y is X ; n is 4. 

McMurry teaches a method to convert -COOH to CH2OH using reduction 
reagent LiAIH. 

Ascertainment of the difference between the prior art and the claims (MPEP S2141.02) 

The difference between the prior art of MaleoyI et al. and the instantly claimed 
compounds, is that X is -COOH of the compound of MaleoyI et al. is opposed to -CH2OH 
of the instantly claimed compounds. 

Finding of prima facie obviousness-rational and motivation (MPEP ^2142-2413) 
One skilled in the art would have found the claimed compound prima facie 

obvious because the instant claimed compounds can be made by converting the 

compound disclosed by MaleoyI et al. using the method disclosed in McMurry's text 

book with expectation of success. In re Wood, 199 U.S.P.Q. 137 (C.C.P.A. 1978) and 

In re Lahr, 137 U.S.P.Q. 548, 549 (C.C.P.A. 1963). 

Claims 3 and 4 are rejected because the patentability of the compositions 

depends on the novelty and non-obvious of the compounds in claims 1-2. Since the 

compound claims are rejected, so are the compositions. 
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Claim Rejections • 35 (JSC §112 

The following Is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most neariy connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of canrying out his invention. 

Claims 1-2, 5-6, 8-9, 11-12, 14-15, and 17-18 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement. The 
claim(s) contains subject matters that were not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inyentor(s), at the 
time the application was filed, had possession of the claimed invention. 




Claims 1-2, and 5-6 are drawn to compounds with fomiula ^h, wherein X, 
Y, and n are as defined in claims 1-2. However the specification does not teach how to 
make this class of compounds. The only working examples (9) on page 37 teach how 
to make 4-iodobutylphosphonic acid (2) and 6-phosphonhexanoic acid (1) that do not fit 
the instant fomiula. 



o 

0. OH 




OH 



Claims 8-9, and 1 1-12 are drawn to compounds with fomiula ^ and 

o ^ " wherein n is an integer. However the specification does not teach how to 
make this class of compounds. The only working examples (9) on page 37 teach how 
to make 4-iodobutylphosphonlc acid (2) and 6-phosphonhexanoic acid (1) that do not fit 
the instant formula. 
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Claims 14-15, and 17-18 are drawn to compounds described in claims 14 and 
1 5. However the speciflcation does not teach how to make this class of compounds. 
The only working examples (9) on page 37 teach how to make 4-iodobutylphosphonic 
acid (2) and 6-phosphonhexanoic acid (1) that do not fit in the definition of the 
compounds. 

On line 1 page 25 of the specification, the Applicants state that " Another set of 
compounds that have been designed have a formula...", which is not enough to 
demonstrate that the Applicants posses the invention. 

Claims 3-4. 10, and 16 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matters that were not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. A pharmaceutical composition for treating microbial infections 
comprising a therapeutically effective amount of an agent wherein the agent is selected 
from the compounds of claims 1-2. 5-6, 8-9. 11-12. 14-15, and 17-18. The subject 
matters (compounds) was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, therefore, the compositions in claims 3-4, 10, and 16 do not 
enable. 
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Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification siiall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 8, and 14 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. The factor "n" is defined as an integer, which 

is any one of a set of unlimited numbers. 

Claim Objections 

Claims 5-6. 11-12, and 17-18 are objected to under 37 CFR 1 .75(c). as being of 
improper dependent form for failing to further limit the subject matter of a previous 
claims. The products claims 5-6 are duplicates of claims 1-2. The claims relate to 
compounds not a method for intending to use. For the same reason, claims 1 1-12, and 
17-18 are objected. Applicants are required to cancel the claim(s), or amend the 
claim(s) to place the claim(s) in proper dependent form, or rewrite the claim(s) in 
independent form. 

Conclusion 

No claims are allowed. 
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Telephone Inquiry 



Any inquiry concerning tiiis communication or earlier communications from the 
examiner should be directed to Yong Chu whose telephone number is 571-272-5759. 
The examiner can normally be reached on 7:00 am - 3:30 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on 571-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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